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DETAILED ACTION 

1 . This action is in response to the AP. Pre. Req. filed on 1/5/2007. 

2. In view of the pre-appeal brief request filed on 1/5/2007, prosecution is hereby 
reopened. New grounds of rejection are introduced below. Claims 1-49 are pending. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 1-49 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Per claim 1 , it is unclear how the first four specification elements (i.e. a 
component specification element... a resource specification element) are related to the 
quality of service specification derivation element. The claim also does not recite the 
relationships among the five specification elements, the application model, a quality of 
service specification, and components, control flows, data flows and resources. The 
claim is interpreted as: the quality of service specification is derived from the application 
model. 

Per claims 2-17, it is unclear as to which "computer system" they are referring. 
Claim 1 does not recite "a computer system." It is interpreted as " the system." 
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Per claim 18, it is unclear as to which components, control flows, data flows and 
resources they are referring because only a single component, control flow, data flow, 
and resource are specified in line 2-3. 

As per claims 19-33, these claims are rejected for dependency on the above 
rejected parent 18 claim. 

Per claims 34-49, they are rejected for the same reasons set forth in connection 
with the rejection of claims 1 8-33 above. 

Claim Rejections - 35 USC § 101 

5. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent therefor, 
subject to the conditions and requirements of this title. 

6. Claims 1, 3-17, and 34-49 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

Claims 1 and 3-17 are non-statutory because they are directed to a system that 
does not have physical structural elements and the system comprises only specification 
elements, runtime contracts etc that are disembodied arrangements so as to be called a 
"computer program" or compilation of facts, information, or data perse, without creating 
any functional interrelationship, either as part of the stored data or as part of the 
computing processes performed by the computer ("acts") or tangible computer readable 
medium (excluding a communication/transmission medium such as a signal, carrier 
wave etc) so as to enable the computer to perform the claimed specification/contract. 
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With no other structure in the independient claims to rely on, the alleged "system" of the 
claims turns out to be non-statutory for being a computer program per se. 

The current focus of the Patent Office in regard to statutory inventions under 35 
U.S.C. § 101 for method claims and claims that recite a judicial exception (software) is 
that the claimed invention recite a practical application. Practical application can be 
provided by a physical transformation or a useful, concrete and tangible result. There is 
no physical transformation recited between the specification elements, application 
model and the quality of service specification from the claim language used in the 
claims and additionally, the final result of the claim is only intended action ("for 
output... by implication... made available to a runtime engine for deployment"), which is 
not a tangible result. Thus the claims represent non-functional descriptive material that 
is not capable of producing a useful result, and hence represent only abstract ideas. 
Therefore, the claims are non-statutory. 

Claims 34-49 merely recite as a computer program that is disembodied 
arrangement so as to be called a "computer program" or compilation of facts, 
information, or data perse, without creating any functional interrelationship, either as 
part of the stored data or as part of the computing processes performed by the 
computer ("acts") or computer readable medium (excluding a 

communication/transmission medium such as a signal, carrier wave etc) so as to enable 
the computer to perform the claimed methods as recited. Since a computer program is 
merely a set of instructions only capable of being executed by a computer, the program 
itself is not a process, without the computer-readable medium needed to realize the 
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program's functionality. Thus the claims represent non-functional descriptive material 
that is not capable of producing a useful result, and hence represent only abstract 
ideas. Therefore, the claims are non-statutory. 

The following link on the World Wide Web is for the United States Patent And 
Trademark Office (USPTO) policy on 35 U.S.C. §101. 

<http://www.uspto.gov/web/^ 20051026.pdf> 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

8. Claims 1-14, 17-30, 33-46, and 49 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Negri (US 2002/0059079). 

Per claim 1 : 
Negri discloses: 

-a component specification element (i.e. "Defines the principal components in a service. 
These include the software services and related physical elements that combine to 
deliver the service," 0048); 
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-a control flow specification element (i.e. "The business process involves the flow of 
data and control through a complex arrangement of these components... eService 
management must understand this flow of data," 0046; 0049, "wok together in complex 
flows of control," 0050) 

- a data flow specification element (i.e. "The business process involves the flow of data 

and control through a complex arrangement of these components... eService 

management must understand this flow of data," 0046; 0049, 0050; 0060); 

-a resource specification element (i.e. "share common resources," 0050, 0051, 0060, 

0063); 

-a quality of service specification derivation element (i.e. "deriving an e-service 
management strategy based on said business process specification... ensuring the 
service quality of said e-service," claim 1 ; 0036; 0050; 0057; 0063) having for output an 
application model in combination with a quality of service specification derived by 
implication from relations between components, control flows, data flows and 
resources(i.e. "(i.e. "An eService model... Defines the principal components in a 
service... Components are modeled by service delivery function... Process and 
responsibilities may be defined by function... Establishes implicit and explicit 
relationships... share common resources, exchange data with each other, collect 
common statistics, and work together in complex flows of control," 0047-0050; 0046); 
-wherein said quality of service specification is made available to a runtime engine for 
deployment as a runtime contract in a runtime processing environment (i.e. "Service 



Application/Control Number: 09/808,501 Page 7 

Art Unit: 2193 

Level Agreements (SLA)," 0014; "a WebLogic BeX can be deployed at any site built 
upon BEA's WebLogic application server, 0058) as claimed. 

Per claim 2: 

The rejection of claim 1 is incorporated, and further, Negri discloses a runtime engine 
for deploying said runtime contract (i.e. "Service Level Agreements (SLA)," 0014; "a 
WebLogic BeX can be deployed at any site built upon BEA's WebLogic application 
server, 0058; claim 1; 0036; 0050; 0057; 0063) as claimed. 

Per claim 3: 

The rejection of claim 1 is incorporated, and further, Negri discloses 
a messaging requirement contract (i.e. "Service Level Agreements (SLA)," 0014; "a 
WebLogic BeX can be deployed at any site built upon BEA's WebLogic application 
server, 0058; claim 1; 0036; 0050; 0057; 0063) as claimed. 

Per claim 4: 

The rejection of claim 1 is incorporated, and further, Negri discloses 
a transactionality requirement contract (i.e. "Service Level Agreements (SLA)," 0014; "a 
WebLogic BeX can be deployed at any site built upon BEA's WebLogic application 
server, 0058; claim 1; 0036; 0050; 0057; 0063) as claimed. 



Per claim 5: 
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The rejection of claim 1 is incorporated, and further, Negri discloses 
a security requirement contract (i.e. "Service Level Agreements (SLA)," 0014; "a 
WebLogic BeX can be deployed at any site built upon BEA's WebLogic application 
server, 0058; claim 1; 0036; 0050; 0057; 0063) as claimed. 

Per claim 6: 

The rejection of claim lis incorporated, and further, Negri discloses 
a recoverability requirement contract (i.e. "Service Level Agreements (SLA)," 0014; "a 
WebLogic BeX can be deployed at any site built upon BEA's WebLogic application 
server, 0058; claim 1; 0036; 0050; 0057; 0063) as claimed. 

Per claim 7: 

The rejection of claim 1 is incorporated, and further, Negri discloses 
a completion requirement contract (i.e. "Service Level Agreements (SLA)," 0014; "a 
WebLogic BeX can be deployed at any site built upon BEA's WebLogic application 
server, 0058; claim 1; 0036; 0050; 0057; 0063) as claimed. 

Per claim 8: 

The rejection of claim 7 is incorporated, and further, Negri discloses 
a completion requirement contract specifying transactional behavior (i.e. "Service Level 
Agreements (SLA)," 0014; "a WebLogic BeX can be deployed at any site built upon 
BEA's WebLogic application server, 0058; claim 1; 0036; 0050; 0057; 0063) as claimed. 
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Per claim 9: 

The rejection of claim 7 is incorporated, and further, Negri discloses 

a completion requirement contract specifying compensation behavior (i.e. "Service 

Level Agreements (SLA)," 0014; "a WebLogic BeX can be deployed at any site built 

upon BEA's WebLogic application server, 0058; claim 1 ; 0036; 0050; 0057; 0063) as 

claimed. 

Per claim 10: 

The rejection of claim 1 is incorporated, and further, Negri discloses 

at least one of a reliability, availability and serviceability requirement contract (i.e. 

"Service Level Agreements (SLA)," 0014; "a WebLogic BeX can be deployed at any 

site built upon BEA's WebLogic application server, 0058; claim 1; 0036; 0050; 0057; 

0063) as claimed. 

Per claim 11: 

The rejection of claim 1 is incorporated, and further, Negri discloses 
a quality of delivery requirement contract (i.e. "Service Level Agreements (SLA)," 0014; 
"a WebLogic BeX can be deployed at any site built upon BEA's WebLogic application 
server, 0058; claim 1; 0036; 0050; 0057; 0063) as claimed. 

Per claim 12: 

The rejection of claim 1 is incorporated, and further, Negri discloses 
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at least one of a priority requirement and a response goal requirement contract(i.e. 
"Service Level Agreements (SLA)," 0014; "a WebLogic BeX can be deployed at any 
site built upon BEA's WebLogic application server, 0058; claim 1; 0036; 0050; 0057; 
0063) as claimed. 

Per claim 13: 

The rejection of claim 1 is incorporated, and further, Negri discloses 
a performance requirement contract (i.e. "Service Level Agreements (SLA)," 0014; "a 
WebLogic BeX can be deployed at any site built upon BEA's WebLogic application 
server, 0058; claim 1; 0036; 0050; 0057; 0063) as claimed. 

Per claim 14: 

The rejection of claim 1 is incorporated, and further, Negri discloses the quality of 
service specification is stored in a repository (i.e.^ 0051). 

Per claim 17: 

The rejection of claim 1 is incorporated, and further, Negri discloses a quality of service 
specification is stored in a modeling language (i.e. "eService modeling," 0044) as 
claimed. 
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Per claims 18-30 and 33, they are the method versions of claims 1 , 2, 4-14 and 
17, respectively, and are rejected for the same reasons set forth in connection with the 
rejection of claims 1, 2, 4-14 and 17 above. 

Per claims 34-46 and 49, they are the computer program versions of claims 18- 
30 and 33, respectively and are rejected for the same reasons set forth in connection 
with the rejection of claims 18-30 and 33 above. 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. Claims 15, 16, 31, 32, 47, and 48 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Negri (US 2002/0059079) as applied to claims 1-14, 17-30, 33-46 
and 49 above in view of Koistinen et al. ("Quality of Service Aware Distributed Object 
Systems," 5/1999) hereinafter referred to as "Koistinen." 

Per claim 16: 

The rejection of claim 1 is incorporated, and further, Negri does not explicitly teach that 
the quality of service specification is stored in XML. However, Koistinen teaches that 
storing a quality of service specification in a tagged markup language such as XML was 
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known in the pertinent art, at the time applicant's invention was made, "so that it can be 
understood readily by humans and parsed easily (pg 9, Implementation section)" such 
as that disclosed in Koistinen. It would have been obvious for one skilled in the art of the 
pertinent art to modify Negri's disclosed system to use XML. The modification would be 
obvious because one skilled in the art would be motivated to provide readability and 
ease parsing as taught by Koistinen (pg 9, Implementation section). 

Per claim 32, it is the method version of claim 16, respectively, and is rejected for 
the same reasons set forth in connection with the rejection of claim 16 above. 

Per claim 48, it is the computer program version of claim 16, respectively, and is 
rejected for the same reasons set forth in connection with the rejection of claim 16 
above. 

Per claim 15, this claim is broader version of the claimed system discussed in 
claim 16 wherein all claim limitations also have been addressed and/or covered in cited 
areas as set forth the above. XML in claim 16 is a tagged markup language. Therefore, 
accordingly, see the rejection of claim 16 above. 

Per claim 31 , it is the method version of claim 15, respectively, and is rejected for 
the same reasons set forth in connection with the rejection of claim 15 above. 

Per claim 47, it is the computer program version of claim 15, respectively, and is 
rejected for the same reasons set forth in connection with the rejection of claim 15 
above. 

Response to Arguments 
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10. Applicant's arguments with respect to claims 1 and 18 have been considered but 
are moot in view of the new ground(s) of rejection. Therefore, this action is non-final. 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Insun Kang whose telephone number is 571-272-3724. 
The examiner can normally be reached on M-R 6:30-5 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, MENG Al AN can be reached on 571-272-3756. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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